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RESPONSE TO EXAMINER'S REMARKS IN NOTICE OF ALLOWABILITY 
REGARDING INVENTORS' OATH/DECLARATION 

Via EFS-Web 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Applicants received a Notice of Allowability mailed on February 11, 2009, in the 
referenced application. At page 2 of the Notice, the Examiner contends that Applicants' 
declaration is defective for not acknowledging the duty to disclose information "material to 
patentability as defined in 37 CFR 1 .56." The Examiner alleges that Applicants are required to 
submit a substitute declaration or oath to correct this alleged deficiency. 

Applicants respectfully submit that the Examiner is incorrect and that no new declaration 
is required. According to a Notice in the Official Gazette (1327 O.G. 112-113, February 12, 
2008), "the Office is hereby sua sponte waiving the express language requirement of 37 
CFR 1.63(b)(3), where the oath of declaration was filed prior to June 1, 2008" to the extent 
the declaration contains "material to examination" or "in accordance with § 1 .56(a)" language. 
A copy of that Notice is enclosed herewith. In this case. Applicants' declaration was filed on 

8311542.1 



U. S.S.N. 10/668,573 
Filed: September 23, 2003 

RESPONSE TO EXAMINER'S REMARKS IN NOTICE OF 
ALLOWABILITY REGARDING INVENTORS' OATH/DECLARATION 

January 13, 2004— which is certainly before June 1, 2008. Furthermore, Applicants' declaration 
clearly includes the proper language acceptable under the waiver; "[W]e acknowledge the duty 
to disclose information which is material to the examination of this application in accordance 
with Title 37, Code of Federal Regulations, § 1 .56." The Examiner has failed to identify any 
reason why the Office's waiver is not applicable in the instant application. 

Applicants' declaration therefore is proper, and with the issue fee submitted herewith, the 
application should proceed to grant without delay. 

The undersigned respectfully requests that the Examiner contact him by telephone 
(404.853.8068) if she disagrees that Applicants' declaration of record is acceptable under the 
Office's waiver. 



Date: April 6, 2009 

SUTHERLAND ASBILL & BRENNAN LLP 
999 Peachtree Street, NE 
Atlanta, Georgia 30309-3996 
(404) 853-8068 
(404) 853-8806 (fax) 




Kevin W. King 
Reg. No. 42,737 
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Duty of Disclosure Language Set Forth in Oaths or Declarations 
Filed in Nonprovisional Patent Applications 



Summary; 

The United States Patent and Trademark Office (Office) will no longer accept as 
complying with 37 CFR 1.63(bX3) an oath or declaration that does not acknowledge a 
duty to disclose inforaiation material to patentability as defined in 37 CFR 1 .56. All 
oaths or declarations filed on or after June 1 , 2008, will be required to include the 
language expressly set forth in 37 CFR 1.63, including that in 37 CFR 1.63(b)(3). This 
notice applies to oaths or declarations filed in all nonprovisional patent applications, 
including reissue applications. 

Background: 

Current 37 CFR 1 .63 sets forth the requirements for an oath or declaration filed in 
a nonprovisional patent application. 37 CFR 1.63(b)(3) sets forth what the person 
making the oath or declaration must state when acknowledging the duty of disclosure. 
Specifically, 37 CFR 1.63(bX3) requires persons making an oath or declaration to state 
that they acknowledge their duty to disclose to the Office all information known to the 
person to be "material to patentability as defined in § 1.56." This language is 
incorporated in: 37 CFR 1.153, which sets forth the requirements for an oath or 
declaration in a design application; 37 CFR 1 . 1 62, which sets forth the requirements for 
an oath or declaration in plant patent applications; and 37 CFR 1.175 which sets forth the 
requirements for an oath or declaration in a reissue application. 

In 1992, the Office amended 37 CFR 1 .63 to conform to amendments made in 37 
CFR 1.56. See Duty of Disclosure, 57 FR 2021 (January 17, 1992) (final rule). The 
amendments to 37 CFR 1.63(b)(3) resulted in "material to patentability as defined in 
§ 1.56" replacing "material to flie examination of the application in accordance with 
§ 1.56(a)." Despite this amendment to 37 CFR 1.63(b)(3), some applicants in their oaths 
or declarations continue to use "material to the examination of the application" in place 
of "material to patentability," and "in accordance with § 1.56(a)" in place of "as defined 
in § 1 .56." In response to proper objections made during the examination of pending 
patent applications, practitioners have argued that the oaths and declarations executed by 
applicants with the outdated language in question are proper and meet the requirements 
set forth in 37 CFR 1 .63 in view of Conmuent 38 and the accompanying Reply in the 
1992 Final Rule. See Duty of Disclosure at 2027. Additionally, these practitioners have 
argued that the outdated language should be accepted because the Office has not 
routinely enforced strict compliance with current 37 CFR 1 .63, as evidenced by the 
number of pending patent applications and issued patents containing oaths or declarations 
with the outdated "material to examination" and "in accordance with 37 CFR 1 .56(a)," 
language. 



Revised Procedure: 



With this Notice, the Office is putting applicants and their representatives on 
notice that compliance with the express language of 37 CFR 1.63 will now be required. 
Additionally, to the extent the Reply to Comment 38 in the 1992 Final Rule authorized 
the continued use of the "material to examination" and "in accordance with 37 CFR 
1.56(a)," language, this authorization it is hereby rescinded, and reliance on the Reply to 
Comments 38 will no longer be accepted. If an oath or declaration filed on or after 
June 1, 2008, does not include the express language set forth in 37 CFR 1.63(b)(3), the 
OfBce will object to the oath or declaration as failing to comply with 37 CFR 1,63. A 
supplemental oath or declaration pursiiant to 37 CFR 1 .67 will then be required. 

For pending applications, the OfBce is hereby sua sponte waiving the express 
language requirement of 37 CFR 1 .63(b)(3), where the oath or declaration was filed prior 
to June 1, 2008. The express language of 37 CFR l,63(b)(3) is waived only to the extent 
necessary such that an oath or declaration containing the "material to examination" or "in 
accordance with § 1.56(a)" language, or both, will be accepted as acknowledging the 
applicant's duty to disclose mformation "material to patentability" as defined in 37 CFR 
1.56. 

For continuing applications filed under 37 CFR 1, 53(b), other than continuation- 
in-part apphcations, the Office will accept an oath or declaration that contains the 
outdated language if the oath or declaration otherwise complies with 37 CFR 1 .63, and 
either; (I) was filed prior to June 1, 2008; or (2) is being filed in a continuation or 
divisional plication in which a cldm for benefit under 35 U.S.C. 120 has been made to 
a prior-filed copending nonprovisional application, and the oath or declaration is a copy 
of the previously accepted oath or declaration that was filed prior to June 1 , 2008. 

For issued patents, the Office is hereby waiving nunc pro tunc the express 
language requirement of 37 CFR 1 .63(b)(3), where the oath or declaration was filed prior 
to June 1, 2008. As stated above, the express language of 37 CFR 1.63(b)(3) is waived 
only to the extent necessary such that an oath or declaration containing the "material to 
examination" or "in accordance with § 1.56(a)" language, or both, will be accepted as 
acknowledging the apphcant's duty to disclose information "material to patentability" as 
defined in 37 CFR 1 .56. Any supplemental oath or declaration filed for an issued patent 
may simply be placed in the patent application file without review or comment. 

While not required, patentees and applicants are fi«e to submit newly executed 
oaths or declarations with the language expressly set forth m current 37 CFR 1.63(b)(3), 
in accordance with 37 CFR 1.67. 

Applicants are advised that, notwithstanding the waiver m the preceding 
paragraphs, an applicant who has not disclosed information that is material to 
patentability as defined in current 37 CFR 1.56, because it was believed that the 
mformation was not "material to examination," should disclose such information in order 
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to discharge the applicant's duty of disclosiire as required by 37 CFR 1 .56, and should file 
a supplemental oath or declaration acknowledging that duty of disclosure. 

Questions about this notice may be directed to the Office of Patent Legal 
Administration at (571) 272-7701 or electronic mail message to 
PatentPractic^i^pto.gov . 





JONY'DUPAS 

Under s^rejary of Commerce for Intellectual Property and 
DirectorOTthe United States Patent and Trademark Office 



